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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/17/2009 has been entered. 

2. All outstanding rejections, except for those maintained below, are withdrawn in 
light of applicant's amendment filed on 03/17/2009. 

3. The text of those actions of Title 35, U.S. Code not included in this action can be 
found in a prior office action. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 39-40, 43, 45, 47-48, 54, 56, 57, 68, 80-81 , 83-85, 88-90, 92, 98, and 
103-109 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et al. 
(US 6,087,404). 
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Brown et al. disclose a process for preparing a concentrated aqueous 
suspension of finely ground particulate material suitable for a paper coating composition 
(Col. 2, lines 23-26 and Col. 3, lines 10-14). The process comprises (A) preparing an 
aqueous suspension containing particulate material in particulate form, (B) grinding the 
formed suspension in the presence of a polycarboxylate dispersing agent for the 
particulate material, and (C) adding further dispersing agent to the suspension of 
ground material (Col. 2, lines 27-35). Steps (A) and (B) may be combined so that the 
aqueous suspension is formed in situ at the single grinding chamber or at the first 
grinding stage (Col. 5, lines 20-24). If appropriate, the suspension of ground material is 
dewatered (Col. 2, lines 39-40). The particulate material used is a calcium carbonate 
(Col. 5, lines 10-13). The dispersing agents used each comprise a polyacrylate (Col. 
12, lines 24-26). 

Brown et al. do not specifically mention using a sub-effective amount of 
dispersants. They also do not mention the specific amount of inorganic particulate 
material. 

However, Brown et al. teach employing at least 0.05%-1 .0% by weight of 

dispersants, based upon the weight of dry particulate inorganic material (Col. 8, lines 4- 
10), which is defined by the specification and the claims as "a sub-effective amount." 
The amount of dispersants taught by Brown et al. overlaps with those claimed. 
Moreover, Brown et al. teach using at least 20% by weight of particulate inorganic 
material (Col. 2, lines 27-28 and Col. 3, lines 13-15), which also overlaps with those 
claimed. 
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Therefore, the subject matter as a whole would have been obvious to one having 
ordinary skill in the art at the invention was made, since it has been held that choosing 
the over lapping portion, of the ranges taught by Brown et al. and the ranges claimed by 
the applicant, has been held to be a prima facie case of obviousness, see MPEP § 

2144.05. 

Regarding the steepness factor recited in claims 54, 56-57, and 88-90, Brown et 
al. teach calcium carbonate in the aqueous suspension having an equivalent spherical 
diameter (Col. 5, lines 5-10), and according to page 2 of the specification, a steepness 
factor is defined as the ratio of the dso equivalent spherical diameter (at which 30% of 
the particles are finer) to 670 (at which 70% of the particles are finer) equivalent 
spherical diameter. Therefore, selection of optimal proportion of the steepness factor of 
the calcium carbonate in the aqueous suspension is well within the skill of one ordinary 
in the art, see also MPEP § 2144.05, IIB. 

5. Claims 49-50 and 86-87 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brown et al. (US 6,087,404) as applied to claims 39-40, 43, 45, 47-48, 54, 56, 57, 
68, 80-81 , 83-85, 88-90, 92, 98, and 103-109 above, and further in view of Skuse et al. 

(US 6,315,867). 

The disclosure with respect to Brown et al. in paragraph 4 is incorporated here by 
reference. They do not specifically mention using hexametaphosphate as a dispersant. 
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However, Skuse et al. teach employing hexmetaphosphate as a dispersing agent 
in a method of dispersing a solid particulate material in an aqueous medium suitable for 
use as paper coating compositions (Col. 1, lines 65-67 and Col. 2, lines 44-65). 

Given the above teachings, it would have been obvious to use the 
hexmetaphposphate taught by Skuse et al. as the dispersing agents for the aqueous 
suspension of Brown et al. useful for paper coating compositions. 

6. Claims 41 , 82, 93-97 and 99-102 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brown et al. (US 6,087,404) as applied to claims 39-40, 43, 45, 47- 
48, 54, 56, 57, 68, 80-81, 83-85, 88-90, 92, 98, and 103-109 above, and further in view 
of Wesley (US 2002/01 1 7085) and Admitted Prior Art (Pages 8-9 of the specification). 

The disclosure with respect to Brown et al. in paragraph 4 is incorporated here by 
reference. They do not mention employing other types of inorganic particulate material, 
such as kaolin, useful for other various applications, such as ceramic, paint, and rubber. 

However, Wesley discloses using well-known particulate mineral materials, such 
as kaolin, having improved properties and useful for a variety of applications, including 
fillers, and extenders for paints (films), plastics, polymers, paper making and paper 
coating (Paragraphs 1-3). Wesley also discloses the steepness factor of the particulate 
mineral (Paragraph 21). 

In addition, the applicants acknowledge on pages 8-9 of the specification that the 
obtained particulate material may be used as a coating or filler for a wide variety of 
applications, including plastics, films, sealants or mastics, and ceramics. 
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Given tlie above teacliings, it would have been obvious to one of ordinary si<ili in 
the art to employ commercially available kaolin particles as fillers or extenders in 
various industrial products. 

7. Claims 79 and 91 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brown et al. (US 6,087,404) as applied to claims 39-40, 43, 45, 47-48, 54, 56, 57, 
68, 80-81 , 83-85, 88-90, 92, 98, and 103-109 above, and further in view of Leighton et 
al. (US 4,915,845). 

The disclosure with respect to Brown et al. in paragraph 4 is incorporated here 
by reference. They do not mention using their dispersant as a corrosion inhibitor in the 
aqueous suspension of inorganic particulate material. 

However, Leighton et al. teach dispersants having corrosion inhibition to maintain 
water contaminates in a dispersed state under a wide range of process conditions (Col. 
1, lines 50-55). 

Given the above teaching, it would have been obvious to one of ordinary skill in 
the art to employ dispersants having corrosion inhibition as taught by Leighton et al. in 
the aqueous suspension disclosed by Brown et al. to maintain water contaminates in a 
dispersed state under a wide range of process conditions. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hannah Pak whose telephone number is (571) 270- 
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5456. The examiner can normally be reached on Monday - alternating Fridays (7:30 am 
- 5 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hannah Pak 
Examiner 
Art Unit 1796 

/HP/ 

/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



